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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group III (claims 97-102) in the reply filed 
on 12/23/2008 is acknowledged. 

Claims 52-96 have been withdrawn from consideration as being drawn to non- 
elected subject matter. Claims 97-102 have been considered on the merits. 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The abstract of the disclosure is objected to because the abstract contains legal 
phraseology such as "said". Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 99 and 102 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
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which applicant regards as the invention. 

Claim 99 discloses the limitation drawn to the cells moving between neighboring 
cell carriers. It is not clear whether the limitation is drawn to the property of the cells 
being used in the method, the cells moving from one cell carrier to another as a result of 
the method, or cells being introduced or positioned to a cell carrier by letting the cell 
migrate from one carrier to another. Clarification is required. For the search purpose, 
the limitation has been interpreted as a result of the method steps of the current 
invention. 

Claim 102 recites the limitation "the sample" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 99 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for cells capable of migrating, does not reasonably 
provide enablement for cells without such migrating capacity. The specification does 
not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make the invention commensurate in scope with these claims. 

The factors to be considered in determining whether undue experimentation is 
required are summarized in In re Wands, 858 F.2d 731, 737, 8 USPQd 1400, 1404 
(Fed. Cir. 1988) (a) the breadth of the claims; (b) the nature of the invention; (c) the 
state of the prior art; (d) the level of one of ordinary skill; (e) the level of predictability in 
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the art; (f) the amount of direction provided by the inventor; (g) the existence of working 
examples; and (h) the quantity of experimentation needed to make or use the invention 
based on the content of the disclosure. While all of these factors are considered, a 
sufficient number are discussed below so as to create a prima facie case. 

The current claim discloses the limitation of the cells positioned on a cell carrier 
move between neighboring cell carriers. The claim encompasses any biological cell 
including non-migratory as well as migratory cells. 

Since it is extremely well known that there are cells without such locomotive 
properties, a person of ordinary skill in the art would have not predicted that those non- 
migratory cells would not enable the claimed invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 97, 98 and 100-102 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Reich et al. (US 2002/0187504). 

Reich et al. teach a method for manipulating cells attached to magnetic 
nanowires (cell carrier) by applying magnetic force (par. 13, 26, 47). Reich et al. teach 
a technique called magnetic trapping by which magnetic nanowires in a fluid suspension 
being allowed to settle onto a substrate (solid base surface) wherein the local magnetic 
fields produced by lithographically fabricated magnets influence the distribution of the 
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nanowires on the substrate (Fig. 10, Example 7 and 8). 

With regard to the limitations of claim 98, 100 and 101 drawn to the cells being 
positioned next to each other, and interacting/contacting each other or cytological 
imprinting of cells on neighboring cell carriers, these limitations merely state the result of 
the limitations in the claim and therefore, adds nothing to the patentability or substance 
of the claim. Therefore, this phrase does not limit the claim. See Texas Instruments Inc. 
v. International Trade Commission, 26 USPQ2d 1010 (Fed. Cir. 1993); Griffin v. Bertina, 
62 USPQ2d 1431 (Fed. Cir. 2002); Amazon.com Inc. v. Barnesandnoble.com Inc., 57 
USPQ2d 1747 (Fed. Cir. 2001). 

Since the method of Reich et al. can provide the same results of contacting or 
interacting between cells with magnetic nanowires, it is considered that the method of 
Reich et al. is capable of carry out the same results. Furthermore, the limitation of 
cytological imprinting of cells is solely dependent on the property of cells used in the 
method rather than the limitation is carried out by the method steps of the current 
invention. Thus, it is considered intended results/outcome produced by the method 
being used in an application wherein cells being activated by contacting other cells or 
cell components. 

Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed. However, examples of claim language, 
although not exhaustive, that may raise a question as to the limiting effect of the 
language in a claim are "adapted to" or "adapted for" clauses, "wherein" clauses, and 
"whereby" clauses. 
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The determination of whether each of these clauses is a limitation in a claim 
depends on the specific facts of the case. In Hoffer v. Microsoft Corp., 405 F.3d 1326, 
1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the court held that when a "whereby" 
clause states a condition that is material to patentability, it cannot be ignored in order to 
change the substance of the invention." Id. However, the court noted (quoting Minton v. 
Nat 'I Ass 'n of Securities Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614, 1620 
(Fed. Cir. 2003)) that a "whereby clause in a method claim is not given weight when it 
simply expresses the intended result of a process step positively recited.'" Id. See 
M.P.E.P. § 2111.04. 

With regard to the limitation of claim 102 drawn to the magnetic force acting on 
the cells and/or the cell carrier, the method of Reich et al. inherently carries out this 
limitation, and thus, the method of Reich et al. anticipates the claimed limitation. 

Thus, the reference anticipates the claimed subject matter. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taeyoon Kim whose telephone number is (571)272- 
9041 . The examiner can normally be reached on 8:00 am - 4:00 pm ET (Mon-Thu). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on 571-272-0926. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/591 ,068 Page 7 

Art Unit: 1651 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Taeyoon Kim/ 
Examiner, Art Unit 1651 



